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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )E] Responsive to communication(s) filed on 06 September 2005 . 
2a)E3 This action is FINAL. 2b)Q This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 23-31 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 23-31 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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* See the attached detailed Office action for a list of the certified copies not received. 
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Anticipation Rejection 

Claims 23-31 were rejected under 35 USC 102(b) as being anticipated by Kohl et 

al. 

This rejection is maintained. 1 

Applicant argues that the Jansen case does not require, as the Examiner 
suggests, that the person using the presently claimed beverage be instructed to do so 
by, for example, a doctor. Rather, that decision merely requires that the "need by 
appreciated". In the present case, Applicant continues, it is notoriously well known that 
acidic beverages, which include most colas, fruit flavored and fruit based beverages, 
slowly erode tooth enamel. Thus the "need" in the present case is known and 
appreciated by consumers. 

The examiner does not dispute these points. It also true, however, that the 
instant fact situation is broader in context than that of the Jansen case, namely because 
everyone is in some sense in need of the compositions of the instant invention (if only 
for liquid intake), as previously stated by Applicant. Thus, even though the specific need 
for protection from tooth erosion might be "appreciated", a broader need for beverages 
is also present in the population at large. Accordingly, the examiner maintains his 



1 The examiner notes that it is not his intent to arbitrarily extend prosecution, nor abuse the prosecution 
process. Applicant should remember, however, that the heightened scrutiny given pending patent 
Applications under current internal review practices at the USPTO renders statements by Applicant 
casting doubt on the legal operativeness of claim language extremely difficult for an examiner to dismiss. 
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position that something more than "in need thereof is required in this case, given the 
much broader class of users involved. 

Applicant also argues that the Jansen case is off point because it deals with the 
scope of enforceability rather than the patentability of the claims. Instead, it is urged, the 
decision is concerned with setting forth limits on how the claims can be infringed. 

The examiner does not agree that the Jansen decision is so limited. Note, for 
example, that the court also discussed the issue in an infringement context at pp. 1 157 
and 1158. 

The examiner also notes it was not his position that amending the claims to 
require administration to an individual "who has been directed to ingest, for the purpose 
of treating dental erosion" specifically required direction by a physician, as Applicant's 
statements might appear to suggest. See the last paragraph of p. 2 of the previous 
Office action. Based on the definitions given in the instant specification at p. 5, lines 7- 
25, the term is viewed as also being inclusive of direction provided by information the 
individual has processed, e.g., from reading a label. 
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Action is Final 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Frederick F. Krass whose telephone number is 571-272- 
0580. The examiner's schedule is 9:30AM - 6:00PM, Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Low can be reached at 571-272-0951. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Frederick Krass 
Primary Examiner 
Art Unit 1644 



